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DETAILED ACTION 

Claim Objections 

1 . Claims 2, 4, 5, and 12 are objected to because of the following informalities: 
"signal" apparently should be - voltage signal -. Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

2. 35U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1-9 are rejected under 35 U.S.C. 101 because the claimed invention 
lacks utility. Specifically, because claim 1 does not contain any physical steps, 
"tracking" could be interpreted as a series of mental steps. In addition, the limitation of 
"identifying the step of planarization" fails to claim any subsequent physical step in 
response, once the onset of planarization has occurred. The claimed invention as a 
whole must accomplish a practical application. That is, it must produce a "useful, 
concrete and tangible result." State Street Bank &Trust Co. v. Signature Financial 
Group Inc., 149 F.3d 1368, 1373, 47 USPQ2d 1596, 1601-02 (Fed. Cir. 1998). The 
purpose of this requirement is to limit patent protection to inventions that possess a 
certain level of "real world" value, as opposed to subject matter that represents nothing 
more than an idea or concept, or is simply a starting point for future investigation or 
research (Brenner v. Manson, 383 U.S. 519, 528-36, 148 USPQ 689, 693-96); In re 
Ziegler, 992, F.2d 1197, 1200-03, 26 USPQ2d 1600, 1603-06 (Fed. Cir. 1993)). 
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4. Claims 2-9 are rejected under 35 U.SC 101 because they are dependent on a 
base claim that lacks utility. 

Allowable Subject Matter 

5. Claims 1 0-1 1 and 1 3-1 6 are allowed. 

6. Claim 12 is objected to, but would be allowable if rewritten to replace "signal" with 
- voltage signal -. 

7. The following is a statement of reasons for the indication of allowable subject 
matter for claim 1 0: the prior art fails to teach or suggest triggering a transition point 
when the rate of change crosses the threshold decrease associated with the rate of 
change and after a period of time in which the rate of change increases, the transition 
point indicating an onset of planarization (emphasis added). The closest prior art, Sun, 
discloses triggering a transition point (T4) when the rate of change crosses the 
threshold decrease (T4 to T5 in Figure 8D) associated with the rate of change and after 
a period of time in which the rate of change increases (T2 to T4 in Figure 8D) (column 
9, lines 27-43). Sun's transition is associated with the breakthrough of metal layer (54) 
(column 7, lines 46-48; column 9, lines 36-43). However, there is no motivation of 
suggestion of triggering a transition point when the rate of change crosses the threshold 
decrease associated with the rate of change and after a period of time in which the rate 
of change increases, the transition point indicating an onset of planarization, as in the 
context of claim 1 0. 
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Response to Arguments 

8. Applicant's arguments (Applicants' Remarks, page 7) filed Aug. 24, 2005, with 
respect to rejection of claim 10-16 under 35 U.S.C. 103(a) as being unpatentable over 
Redeker, in view of Sun have been fully considered and are persuasive. Applicants 
have correctly pointed out that Redeker and Sun do not teach the claim limitation of 
"triggering a transition point when the rate of change crosses the threshold decrease 
associated with the rate of change and after a period of time in which the rate of change 
increases, the transition point indicating an onset of planarization". The rejection of 
claims 1 0-1 6 has been withdrawn. 

9. Applicant's arguments, (Applicants' Remarks, page 7), filed Aug. 24, 2005, with 
respect to rejection of claim 1-9 under 35 U.S.C. 103(a) as being unpatentable over 
Redeker, in view of Sun, have been noted. However, upon further consideration, a new 
ground(s) of rejection is made in view of 35 U.S.C. 101 for lacking utility, as discussed 
above. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to ' 
applicant's disclosure. Cote et al. (U.S. Patent No. 5,308,438) discloses a method of 
determining the endpoint for chemical mechanical polishing by monitoring motor 
current. Nagano et al. (U.S. Patent No. 6,563,308) discloses an eddy current 
measuring system in which thickness is monitored by resistance. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric B. Chen whose telephone number is (571) 272- 
2947. The examiner can normally be reached on Monday through Friday, 8AM to 
4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nadine G. Norton can be reached on (571) 272-1465. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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